Remarks 



The present Amendment is being filed together with 
a "Request for Continued Examination (RCE) Transmittal", as 
a submission pursuant to 37 C.F.R. §1. 114(c). Reconsideration 
of this patent application is respectfully requested. 

The Office Action mailed December 5, 2007, finally 
rejects claims 1 to 18 of this patent application, repeating 
rejections first formulated in the Office Action mailed May 8, 
2007. 

Claims 1 to 5, 7, 10 to 14 and 16 are provisionally 
rejected under 35 U.S.C. §101 because the identified claims are 
considered to claim the same invention as that of claims 1 to 6 
and 22 to 27 of copending U.S. Patent Application No. 11/344,028. 
However, resulting from amendments being made to the claims of 
copending U.S. Patent Application No. 11/344,028, U.S. Patent 
Application No. 11/344,028 no longer contains claims having the 
scope of originally presented claims 1 to 6 and 22 to 27, leaving 
this issue moot . 

Claims 1 to 5, 7, 1 0 to 1 4 and 16 have been rejected 
under 35 U.S.C. §103 (a) as being unpatentable over a proposed 
combination of U.S. Patent No. 5,242,253 (Fulmer) and U.S. Patent 
No. 5,131,276 (Kibblewhite) . Claims 6 and 15 have been rejected 
under 35 U.S.C. §103 (a) as being unpatentable over the proposed 
combination of Fulmer and Kibblewhite, in further combination 
with U.S. Patent No. 6,726,960 (Sanduja et al.), and claims 8, 
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9, 17 and 18 have been rejected under 35 U.S.C. §103 (a) as 
being unpatentable over the proposed combination of Fulmer 
and Kibblewhite, in further combination with International 
Publication No. WO 00/63565 (Hof fmeister et al.)- 

These rejections of claims are, therefore, based 
primarily on a proposed combination of Fulmer and Kibblewhite, 
either alone or in further combination with other documents. In 
the "Reply to Office Action Mailed May 8, 2007" which was filed 
on November 8, 2007, applicants- respectfully traversed these 
formulated rejections, and submitted a "Declaration of Ian E. 
Kibblewhite" giving reasons why the person of ordinary skill in 
this art at the time the present invention was made would not 
have considered it obvious to couple the ultrasonic transducer 
disclosed by Kibblewhite with the thread- forming fastener 
disclosed by Fulmer. 

The Office Action of December 5, 2007, takes the 
position that the submitted "Declaration of Ian E. Kibblewhite" 
is insufficient to overcome the formulated rejections of claims 
because "[ajpplicant has argued features which are not claimed" 
(noting Paragraph 24 of the Office Action, at the bottom of page 
15). In support of this, the position is taken that "[t]he 
apparatus as claimed in claims 1 and 9 (sic) fails to mention 
anything regarding thermal expansion compensation, critical 
joints, or any other feature which Applicant has provided 
evidence of the contradiction of combination". 

It is respectfully submitted that the recitation in 
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claims 1 and 1 0 of an ultrasonic transducer coupled with the 
fastener clearly provided this because ultrasonic transducers 
were known to be useful for applications that require "thermal 
expansion compensation", such as "critical joints". This was 
discussed in applicants' specification, for example, at lines 
9 to 21 of page 2, clearly demonstrating that the person of 
ordinary skill in the art at the time the present invention 
was made would have know that ultrasonic transducers are useful 
for applications that require "thermal expansion compensation", 
such as "critical joints". Consequently, it is submitted that 
the position stated in Paragraph 24 of the Office Action of 
December 5, 2007, is incorrect, and that applicants' claims 
were in condition for allowance, as originally presented. 

Nevertheless, clarifying amendments have been made to 
applicants* claims 1 and 10 to even more clearly indicate that 
the recited ultrasonic transducer is used "for making precise and 
reliable ultrasonic load measurements in the fastener", providing 
an apparatus "for precisely and reliably assembling a critical 
joint". Antecedent basis for such amendments can be found in the 
original specification, for example, at lines 22 to 26 of page 2. 
Such amendments have been made solely for purposes of clarifying 
applicants' claims 1 and 10, and do not alter the scope of these 
claims as originally presented. 

The Office Action of December 5, 2007, noting the 
bottom of page 16, further takes the position that the submitted 
"Declaration of Ian E. Kibblewhite" is insufficient to overcome 
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the formulated rejections of claims because "a person of ordinary 
skill in the art would have recognized that the results of the 
combination were predictable because a person of ordinary skill 
would have seen a 5%-20% error in measurements..." and "[s]ince 
the invention is not concerned with correcting, identifying 
or monitoring these errors, a person of ordinary skill would 
find that the combination, without further modification would 
predictably be inaccurate", presumably for purposes of justifying 
the combination of Fulmer and Kibblewhite which is proposed. 

Firstly, and for reasons previously discussed, it is 
submitted that because applicants' claims recite an ultrasonic 
transducer, the claimed invention is "concerned with correcting, 
identifying or monitoring... errors". Secondly, and for reasons 
discussed in a "Supplement to Declaration of Ian E. Kibblewhite" 
which is being submitted with applicants' "Request for Continued 
Examination (RCE) Transmittal", it is submitted that the person 
of ordinary skill in the art at the time the present invention 
was made would not "have recognized that the results of the 
combination were predictable because a person of ordinary skill 
would have seen a 5%-20% error in measurements..." and would 
not have considered combining an ultrasonic transducer with a 
thread- forming fastener in view of the expectation that there 
would then be an unacceptable 5% to 20% error in measurements. 
Moreover, the person of ordinary skill in the art at the time the 
present invention was made would have known "that the combination, 
without further modification would predictably be inaccurate". 



and therefore inoperative, as proposed. 

Accordingly, it is submitted that applicants' claims 
were originally in condition for allowance, and continue to be 
in condition for allowance. 

Entry of the present Amendment, and a favorable 
consideration of this patent application in view of the 
foregoing, is respectfully requested. 

Respectfully submitted. 




GARY M. COHEN, ESQ. 
Reg. No. 28,834 
Attorney for Applicants 
Tel.: (610) 975-4430 
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